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DECI S| ON ON APPEAL

Andrew J. Daton-Lovett appeals fromthe exam ner’s fina
rejection of clainms 1-4, 15 and 19. ddainms 5-14, 16-18, 20
and 21 stand wi thdrawn from consi deration under 37 CFR 8
1.142(b) as not being readable on the el ected species. No
other clainms are currently pendi ng.

W reverse.
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Appel lant’s invention “relates to an el ongate hol | ow
el enent arranged to be progressively flattened and wound into
a conpressed condition about one or nore axes extending
transversely relative to the |ongitudinal extent of the
el ement” (specification, page 1). A further understandi ng of
the invention can be derived froma reading of exenplary claim
1, a copy of which appears in the appendix to appellant’s main
brief.

The references of record relied upon by the exam ner as
evi dence of anticipation are:

Myer 3, 357, 457 Dec. 12, 1967
G oskopfs 3,434,674 Mar. 25, 1969

Clains 1-4, 15 and 19 stand rejected under 35 U S. C. 8§
112, first paragraph, as being based on a disclosure that
“fail[s] to provide an adequate witten description of the
i nvention” (answer, page 4).

Clains 1-4 and 15 stand rejected under 35 U.S.C. § 102(b)

as being anticipated by Myer.

!Caiml1l5 is a nmultiple dependent claimthat depends from
claiml1l, claim5 or claim9. Accordingly, the examner’s
various rejections of “claim15” is understood to only be
directed to claim15/1, that is, claim15 as it depends from
claim 1.
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Clains 1, 4, 15 and 19 stand rejected under 35 U S. C

8§ 102(b) as being anticipated by G oskopfs.

Ref erence is nade to appellant’s main and reply briefs
(Paper Nos. 45 and 49) and to the exam ner’s answer (Paper No.
48) for the respective positions of appellant and the exam ner
regarding the nerits of these rejections.

Di scussi on
The rejection under 35 U.S.C. 8§ 112, first paragraph

The witten description and enabl enent requirenents found
in the first paragraph of 35 U S.C. 8§ 112 are separate and
distinct. Vas-Cath, Inc. v. Mbhurkar, 935 F.2d 1555, 1563, 19
usP@d 1111, 1117 (Fed. Cr. 1991).

In setting forth on page 5 of the answer the reasons for
the standing rejection under 35 U.S.C. § 112, the exam ner
states:

[I]t is noted that the disclosure on page 4
does not fully disclose the invention to enabl e one
to make and use the invention. The specification
does not expl ain how each |ayer retains its bias
characteristic when bonded together. In other
wor ds, when the two opposed biased | ayers [are]
affi xed together, either the inner |ayer would keep
the outer layer fromform ng a tubul ar
configuration, or the inner |ayer would | cose [sic,
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| ose] its bias feature and adopt the bias feature of

the outer layer, or the biasing forces of the two

| ayers woul d sinply cancel one another out to render

the el ongated el enent biasless. Furthernore, the

di scl osure on page 21 does not fully explain howthe

el enment can be wound around a plurality of axes.

These issues indicate that the specification would

not have taught one skilled in the art how to make

and/or use the full scope of the clainmed invention

Wi t hout undue experinentation. [Answer, page 5;

enphasi s added] .

Thus, while the exam ner’s statenent of the rejection on
page 4 of the answer woul d appear to indicate that the
standing rejection under 8§ 112 is based on a failure of the
di scl osure to neet the witten description requirenment of the
first paragraph of the statute, the explanation of the
rejection on page 5 of the answer makes clear that the
rejection is in fact based on the enabl enent requirenment of 8§
112.

The dispositive issue wwth regard to the enabl enent
requi renent i s whether appellant’s disclosure, considering the
| evel of ordinary skill in the art as of the date of
appel l ant’ s application, would have enabled a person of such

skill to nake and use the clained i nventi on wi t hout undue

experinmentation. In re Strahilevitz, 668 F.2d 1229, 1232, 212
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USPQ 561, 563-64 (CCPA 1982). 1In calling into question the
enabl enment of appellant’s disclosure, the exam ner has the
initial burden of advanci ng acceptabl e reasoni ng i nconsi stent
with enablenment. 1d. 1In the present case, the exam ner has
failed to neet this burden.

A person of ordinary skill in the art would have readily
appreci ated from appell ant’ s di scl osure? that the bi-stable
characteristic of appellant’s device is the result of the bias
of one of the |ayers of the conposite structure being
tenporarily overcone by the bias of the other |ayer to hold
the device in one of its two stable positions, rather than the
bi as of one of the layers being “lost” as a result of that
| ayer’s bias being less than the biasing force of the other
| ayer. Further, we are in accord with appellant that the
ordinarily skilled artisan would fully understand from
appel l ant’ s di scl osure® how to wi nd the conposite structure

about a plurality of transverse parallel axes, for exanple, by

’See, for exanple, page 10, |line 17 through page 11, line
22, and page 12, line 7 through page 13, line 7, of the
speci ficati on.

3See, for exanple, page 21, lines 20 through 23, of the
speci fication.
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winding it into a coil fromboth ends. |In short, the exam ner
has not advanced any reason, nor is any apparent to us, why a
person of ordinary skill in the art, as of the date of
appel l ant’ s application, wuld not have been able to nake and
use the device as clained wthout undue experinentation.

Accordingly, we will not sustain the standing 35 U.S.C.
8§ 112, first paragraph, rejection of clainms 1-4, 15 and 19.

The rejections under 35 U.S.C. § 102(b)

It is well established patent law that for a reference to
anticipate a claim each and every elenent of the rejected
cl ai m nust be found either expressly described or under the
principles of inherency in the applied reference. See, inter
alia, RCA Corp. v. Applied Digital Data Sys., Inc., 730 F.2d
1440, 1444, 221 USPQ 385, 388 (Fed. Gir. 1984). It follows
that the absence fromthe reference of any el enent of the
cl ai m negates anticipation of that claimby the reference.
Kl oster Speedsteel AB v. Crucible, Inc., 793 F.2d 1565, 1571,
230 USPQ 81, 84 (Fed. Cir. 1986), cert. denied, 479 U S. 1034
(1987).

Considering first the 8 102 rejection of claim1 as being

antici pated by Myer, the only enbodi nent of Myer that
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reasonably appears to conprise two |amnated | ayers affi xed
together to forma unitary conposite elenent, as called for in
i ndependent claiml1, is the Figure 4 enbodinent. Mer’s
Figure 4 enbodi nent is not disclosed as being stable in both
the el ongate holl ow formand the conpressed, wound form as
now cl ai med. Further, while Myer’s Figure 4 enbodi nent
conprises a first layer that is biased to an el ongate hol | ow
form it does not further conprise a second |ayer that opposes
the bias of the first layer, as nowclainmed. |In this regard,
the circunstance that the seam of the outer layer 24 is
| ocated on the opposite side of the hollow formrelative to
the seam of the inner |ayer 25 does not suffice.

In light of the foregoing, we will not sustain the
standing 8 102 rejection of claim1l based on Myer, nor the
standing 8 102 rejection clainms 2-4 and 15, which depend

t her ef rom

Turning to the 8 102 rejection of clains 1 and 19 as
bei ng antici pated by G oskopfs, the extensible tube disclosed
therein is deficient in at |east three respects. First, the

ext ensi bl e menber of G oskopfs does not conprise first and
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second | am nated | ayers affixed together, as the terns

“lam nated” and “affi xed together” would be interpreted by an
artisan when read in light of appellant’s disclosure. The
exam ner’s assertion that the strips 10, 12 of G oskopfs
“coul d be adhered to each other by friction to forma

| am nated structure” (answer, page 6) has no factual support,
and in any case would not neet the terns of the clains.
Second, the extensible nenber of Groskopfs is not stable in
both the el ongate holl ow form and the conpressed, wound form
as clained. In this regard, note colum 7, lines 63-67, of

G oskopfs (“The extensi ble nenber of the invention is suited
to the three normal types of operation . . . self extension
using the stored spring energy in the extensible nenber where
there is no requirenent for retraction . . .”). Third, the
second strip or layer of Groskopfs is not arranged to oppose
the bias of the substrate (i.e., first strip or layer) in the
sense called for in the clainms. |In the clainmed device, the
first layer is biased to the elongate hollow formand the

second layer is arranged to oppose that bias upon adoption of
the conpressed, wound form In contrast, while the strips 10,

12 of Groskopfs are arranged “front to front” to “oppose and
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cancel one another” (colum 7, lines 30-43), this opposition
occurs upon adoption of the depl oyed extensi ble formrather
t han upon adoption of the conpressed, wound form This
difference is highlighted by G oskopfs’ preference for storing
the strips 10, 12 on separate storage spools (see Figure 10,
colum 5, lines 11-19, and colum 6, lines 52-62), which
storage arrangenent woul d obvi ously preclude one strip from
of fering any opposition whatsoever to the other strip in the
wound form

For these reasons, we will not sustain the standing § 102
rejection of clainms 1 and 19 based on G oskopfs, nor the
standing 8 102 rejection of clains 4 and 15 which depend from

claim1l.
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Concl usi on
The decision of the examner finally rejecting the
appeal ed claimis reversed.

REVERSED

Irwi n Charles Cohen
Adm ni strative Patent Judge
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Lawr ence J. Staab BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
Jeffrey V. Nase )
Adm ni strative Patent Judge )
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